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DETAILED ACTION 



Response to Amendment 

1 . Applicant's amendment received on 9/5/2006 is acknowledged and entered. The 
applicant has amended claims 1,9, and 17. Claims 3, 25, 27, and 29 are previously canceled. 
Currently claims 1-2, 4-24, 26, 28, 30-34 are pending for examination. 



Response to Arguments 

2.1. Applicant's arguments (see Remarks, pages 9-11) filed on 9/5/2006 concerning rejection 
of claims 1-2, 4-24, 26, 28, 30-34 under 35 USC 112, first paragraph have been fully considered 
but they are not persuasive because the applicant's disclosure including originally filed drawings 
and claims do not support the limitation, "said description of a function being dependent upon 
particular capabilities of the combination of said at least two system elements of said included in 
said system configuration selection". This limitation, as broadly interpreted, implies that said 
description of a function is dependent upon the resulting combination of the combined two 
system implements rather than the function being dependent upon the particular capabilities of 
each of the system elements combined to form a resulting system, that is describing a function 
which results from the combination of two elements and is different from the particular 
capabilities of each of the combined system element. But the applicant's disclosure does not 
support this limitation. The applicant's disclosure including Figs. 5A and 5B and paragraph 0018 
of the PG-PUB 2002/0188519 A1 of the applicant's application discloses — said description of a 
function being dependent upon capabilities of each component/system element of the 
combination and the disclosure does not teach describing a function being dependent upon 
particular capabilities of the combination of said at least two system elements of said included in 
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said system configuration selection which is not the same as recited in independent claims 1 , 9. 
1 7 and 31 . In view of the above, the rejection of claims 1 -2, 4-24, 26, 28, 30-34 under 35 USC 
1 12, first paragraph submitted in the previous office action is sustainable and maintained. 

2.2. The applicant's arguments (see Remarks, pages 1 1-23) concerning independent claims 
1, 9, 17 and 31, that Henson does not disclose "said description of a function being dependent 
upon particular capabilities of the combination of said at least two system elements of said 
included in said system configuration selection" have been considered fully but not found 
persuasive. 

MPEP guidelines 2111 [R-51 Claim Interpretation , direct that the pending claims, during 
patent examination, must be "given their broadest reasonable interpretation consistent 
with the specification." >The Federal Circuit's en banc decision in Phillips v. AWH Corp., 415 
F.3d 1303, 75 USPQ2d 1321 (Fed. Cir. 2005) expressly recognized that the USPTO employs 
the "broadest reasonable interpretation" standard. The Patent and Trademark Office ("PTO") 
determines the scope of claims in patent applications not solely on the basis of the claim 
language, but upon giving claims their broadest reasonable construction "in light of the 
specification as it would be interpreted by one of ordinary skill in the art." In re Am. Acad, of Sci. 
Tech. Ctr., 367 F.3d 1359, 1364[, 70 USPQ2d 1827] (Fed. Cir. 2004). Accordingly, as analyzed 
above in paragraph 2.1 above, the examiner gives the claim limitation "said description of a 
function being dependent upon particular capabilities of the connbination of said at least 
two system elements of said included in said system configuration selection" broadest 
reasonable interpretation consistent with the specification as- — providing said 
description of a function being dependent upon capabilities of each component/system element 
of the combination— and this is fairly suggested by Henson as already analyzed in previous 
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office action mailed on 3/6/2006, see pages 2-4 under " response to Arguments" and pages 7- 
10. Therefore, the rejection of independent claims 1,9,17 and 31 as being anticipated by 
Henson is sustainable and maintained. 

2.3. The applicant's arguments (pages 23-25, remarks) concerning claims 2 and 4 are similar 
as filed earlier on 12/16/2005, and are not persuasive for reasons analyzed in the previous 
office action mailed on 3/6/2006, see pages 4-6 under " response to Arguments" and pages 10 
and 13. Therefore, the rejection of dependent claims 2 and 4 is sustainable and maintained. 

Claim Rejections - 35 USC § 112, first paragrapfi 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in 
the art to which it pertains, or with which it is most nearly connected, to make and use the same and 
shall set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-2, 4-24, 26, 28, 30-34 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Independent claims 1. 9, 17 and 31 recite the limitation, 
"said description of a function being dependent upon particular capabilities of the combination of 
said at least two system elements of said included in said system configuration selection". There 
does not appear to be a written description of this claim limitation. The originally filed disclosure, 
see Figs. 5A and 5B and paragraph 0018 of the PG-PUB 2002/0188519 A1 of the applicant's 
application that the description of the functions provided to the user who is configuring the 
selection include a description of a function capable of being implemented by each component 
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and the disclosure does not teach describing a function being dependent upon particular 
capabilities of the combination of said at least two system elements of said included in said 
system configuration selection. Since claims 2, 4-8, 10-16, 18-24, 26, 28, 30 and 33 are 
dependencies of claims 1 , 9 and 17 they also inherit the same deficiency. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the Invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4.1. Claims 1-2, 8-11, 16-19, 24 and 31-34 are rejected under 35 U.S.C. 102(e) as being 

anticipated by Henson. 

Regarding claim 1 , Henson teaches a method for configuring a build-to-order system 

(See at least abstract), comprising: 

(a) providing a list of configuration choices, presented in a graphical user interface 
displayed on an information appliance, said list comprising available system elements with 
which said build-to-order system are configured; 

(b) receiving a system configuration selection based on a combination of at least two 
system elements of said available system elements selected from said list of configuration 
choices; and 

(c) providing a description of a function capable of being implemented with the 
combination of at least two system elements included in said system configuration selection. 
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(For all the above three limitations see at least col.6, lines 18-43, " Turning now to FIG. 3 (3A, 
SB, and 3C), from a system configuration options screen 70, a customer oftlie online store 10 can build 
a customer configured mact)ine by selecting from options listed on the configuration screen 70, The 
pricing option module 28 includes an update price function. The update price function causes the price 
displayed on the configuration screen to reflect any changes made to the system options. Selection of 
the update price function can be accomplished by clicking on an "UPDATE PRICE" icon 72 on the 
configuration screen. Upon obtaining a desired configuration, a customer could then select the "ADD 
TO CART" icon 74 to add the configured system to the shopping cart 20 and continue shopping, as 

desired, Note: In Figs. 3 A, 3 B and 3C Henspn provides a list of configuration 

choices in the form of displaying various choices for selecting a Dell XPS R MiniTower, 
Monitor, memory, hard drive, monitor, Printers, Scanners, etc., thereby prompting an user to 
make selections to configure and order a build-to-order computerized system. While presenting 
the choices, Henson also provides description of functions of the system elements. Henson 
teaches configuring a computer system made of two or more system elements, see Figs. 3A 
and 3B which show configuring a computer system made of several system elements, such as 
Dell SPS R MintTower, Monitor, Printers, and Scanners and also provides a description of 
function capable of being implemented with the combination of at least two systems, that is 
providing function of Dell MiniTower as to deliver tremendous speed to high end applications, 
for Printers for being capable to print the kid's artwork or output professional quality documents 
and for scanners to be able to turn hardcopies of photographs and graphics into digital files, 
etc. This is in line with the applicant's invention as disclosed in Fjg.5 A and page 5, lines 13-18 
which show selecting two system elements as a printer and a camera and displaying the 
description of function of each element, that the capabilities of the printer and camera 
separately for the combined system including printer and camera. Also, see FIG. 5 and col.9, 
lines 9-25). 
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Henson discloses that said description of a function being dependent upon particular 
capabilities of the combination of said at least two system elements of said included in said 
system configuration selection. Applicant's attention is drawn to Figs. 3A and SB which disclose 
configuring a computer system made of selection of several system elements, such as Dell SPS 
R MiniTower, Monitor, Printers, and Scanners and providing a description of function capable of 
being implemented with the combination of at least two systems, that is providing function of 
Dell MiniTower as to deliver tremendous speed to high end applications, for Printers for being 
capable to print the kid's artwork or output professional quality documents and for scanners to 
be able to turn hardcopies of photographs and graphics into digital files, etc. This is in line with 
the applicant's invention as disclosed in Fjg.5 A and page 5, lines 13-18 which show selecting 
two system elements as a printer and a camera and displaying the description of function of 
each element, that the capabilities of the printer and camera separately for the combined 
system including printer and camera. Further, it is also very clear from Figs. 3A and 3B that the 
description of a function provided, such as for printers and scanners [capable to print the kid's 
artwork or output professional quality documents and for scanners to be able to turn hardcopies 
of photographs and graphics into digital files, etc] would be dependent on both the selection of 
the processor, that is Dell Dimension XPS R Mini tower as well as the printer or scanner and 
their particular capabilities of the combination of said two elements in said configuration 
systems. 

Further, it is to be noted as disclosed in the applicant's disclosure, see Figs. 5A and 58 
and paragraph 0018 of the PG-PUB 2002/0188519 A1 of the applicant's application that the 
description of the functions provided to the user who is configuring the selection include a 
description of a function capable of being implemented by each component and that is exactly 
what is shown in Dell's Figures 3A and 3B, wherein the description of functions capable of 
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being implemented by each component, such as MiniTower. Monitor, Printers, and Scanners is 
provided. Further the functions of the Monitor, printer or scanner as described would are 
dependent o the particular capabilities of each of these system elements combined with the 
capability of the Dell processor. This interpretation is further exemplified when Dell provides 
the description that a particular SELECTION OF SYSTEM ELEMENT is not valid such as in 
the case of selecting a Video card that it may not be compatible with a Windows NT operating 
system. The system both in Henson and in the applicant's disclosure, see Figs. 5A and SB and 
paragraph 0018 of the PG-PUB 2002/0188519 A1 of the applicants application works on the 
same basis that is a software analyzes the system configuration selection and provide a 
description of a function capable of being implemented by two system elements together. 

Regarding claim 2, Henson teaches that the method as claimed in claim 1 , further 
comprising the steps of: (a) receiving an updated system configuration selection; and (b) 
providing an updated description of a function capable of being implemented with said updated 
system configuration selection (see at least FIG.3C which discloses that by clicking the icon " 
UPDATE PRICE" on the bottom of Fig.SB the user receives an updated configuration selection 
with the updated price and functions also because any changes in the options would inherently 
show descriptions corresponding to the changed options). See Fig.5 which clearly teaches that " 
a selection will require changes to other configuration choices" which clearly implies that there 
can be several configuration choices with different system elements/components and thus by 
changing a particular selection the system detects first if that particular element is compatible or 
nor and if compatible if provides the description of the function of that system and further by 
pressing the "question Mark" icon more description information is provided on that selected 
system element. 



Application/Control Number: 09/876,577 Page 9 

Art Unit: 3625 

Regarding claim 8, Henson teaches a method for configuring a build to order system as 
analyzed and discussed above. Henson further discloses said description of function capable of 
being implemented with said system configuration selection includes at least one of advantages 
of said selection and suggestions for other selections (see FIG.3A, " Monitor... Upgrading to a 

larger monitor.... exceptional monitors can deliver enhanced resolution and refreshing rates 

Sound Card Storage products.... Back up valuable files. ...FIG. SB, " Scanners...." Wherein 

Henson describes the advantage of selecting a scanner), suggestions for other selections (see 
FIG.3B besides suggesting the selection of scanner it also suggests other selections such as, 
Software and accessories, power protection, etc.. Note: Dell provides a description of a function 
capable of being implemented, such as for scanners, monitors, storage products and all of 
these products are components of the computer system being configured). 

Regarding claims 9-11, 16-19. and 24 their limitations are closely parallel to the 
limitations of claims 1-2, and 8 and are therefore analyzed and rejected on the same basis. 

Regarding claim 31 , its limitations are similar to the limitations of claims 1-2 and are 
therefore analyzed and rejected on the same basis. Claim 31 is similar to claim 1 except for 
reciting the term " particular" before combination in lines 7 and 11. B adding the "particular" term 
does not make any difference in the interpretation of two claims 1 and 31 as any combination 
arrived at by selecting two system elements would result in a particular combination until unless 
the claim 31 also includes limitations qualifying or defining the " particular" term to mean 
different from any selected combination of two system elements. 

Regarding claim 32. Henson teaches all the limitations of claim 31. as analyzed above. 
Henson further suggests that the updated description of a function is changed from the 
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description of a function that precede the updated description based upon a difference in the 
updated system configuration selection with respect to a preceding system configuration 
selection. However, Henson, See FIG.3C, discloses that whenever a change is made in the 
selection of system options which can be done by pressing the radio-button 96 the user clicks 
the icon " UPDATE PRICE" on the bottom of Fig. SB thereby system provides the user an 
updated configuration selection with the updated price and functions also because any changes 
in the options would inherently show descriptions corresponding to the changed options). See 
Fig.5 which clearly teaches that " a selection will require changes to other configuration choices" 
which clearly implies that there can be several configuration choices with different system 
elements/components and thus by changing a particular selection the system detects first if that 
particular element is compatible or nor and if compatible if provides the description of the 
function of that system and further by pressing the "question Mark" icon more description 
information is provided on that selected system element. 

Regarding claim 33, its limitations are closely parallel to the limitations of claim 32 and is 
therefore analyzed and rejected on the same basis. 

Regarding claim 34, Henson teaches all the limitations of claim 1 , as analyzed above. 
Henson further teaches providing, for at least two of said available system elements in said list, 
a sublist of optional alternatives for each of said at least two available system elements (see at 
least Fig. 5 discloses a sublist of Memories, Hard Drives, Monitors), said sublist of optional 
alternatives including devices of at least two different levels of capability or performance; and 
wherein said description of a function capable with the combination of at least two system 
elements is based upon the level of capability or performance of the optional alternatives 
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selected from said; sublist for each of said at least two available system elements (see at least 
Fig. 5 discloses a sublist of Memories. Hard Drives, Monitors and the sublists provide 
description of a level of capability or performance of the optional alternatives.),. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5.1. Claims 4, 12, and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Henson. 

Regarding claim 4, Henson teaches all the limitations of claim 1, as analyzed above. 
Henson further teaches that said list of configuration choices is presented in a graphical 
user interface, see FIG.5 and col ,9, lines 9-25, which show that the options are 
represented by radio-buttons and menus on the screen and that is indicative of the use 
of a graphical user interface. Figs. 3A, 3B and 3C show the use of menus and dialog 
boxes and they are indicative of the use of a graphical user interface. Henson does not 
expressly show that the said list of configuration choices being represented by an icon. 
). However, these differences in displaying an item by n icon, as claimed, or by a radio button 
as shown in Henson are found in the nonfunctional descriptive material as either icon or radio 
button do not alter how the display function on the screen, that is the descriptive material, that is 
icon or radio button does not reconfigure the display, see In re Gulack, 703 F.2d 1381, 1385, 
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217 USPQ 401 , 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994). Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to display any type of data on the screen to represent a system element 
because such data does not alter how the display functions and because the subjective 
interpretation of the data does not patentably distinguish the claimed invention. 

Regarding claims 12 and 20, their limitations are closely parallel to the limitations of 
claims 1-2, and 8 and are therefore analyzed and rejected on the same basis. 

5.2. Claims 5-7, 13-15 and 21-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Henson in view of Tuzhilin (US Patent 6,236,978). 

Regarding claims 5 & 6, Henson teaches a method for configuring a build to order 
system as analyzed and discussed in claim 1 above. Henson teaches identifying customers if 
they belong to a particular customer set (see col. 13, lines 30-52) and then presenting the 
options accordingly. Henson does not disclose the step of developing a personal user history 
file for each user and including customized information pertaining to each user. However, in the 
same endeavor of e-commerce, Tuzhilin discloses the step of developing a personal user 
history file for each user (see at least FIGS 1 , 2, col.2, lines 24-40, " The system and method 
according to the present invention generates dynamic profiles and, thereafter, transforms the 
dynamic profiles for various users into aggregate mles. "). In View of Tuzhilin, it 

would have been obvious to a skilled artisan in the art to have modified Henson to incorporate 
the feature of developing a personal user history file for each user and use this personal history 
file to provide customized infomiation pertaining to each user because to provide better 
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recommendations to the users as to whicfi product and services each individual user should 
utilize, as explicitly disclosed in Tuzhilin (see at least col.2, lines 41-59). 

Regarding claim 7, Henson in view of Tuzhilin, as applied to claim 5, teaches a method 
for configuring a build to order system based upon a personal history file of the user as 
analyzed above. Henson in view of Tuzhilin, as applied to claim 5, does not disclose that said 
personal history file includes at least one of a list of prior purchases, a list of browsed products, 
a current component configuration, and user-provided persona! characteristic information. 
However, in the same endeavor of e-commerce, Tuzhilin discloses that said personal history file 
includes at least one of a list of prior purchases, a list of browsed products, a current component 
configuration, and user-provided personal characteristic information (see at least FIGS 1,2, 
col.2, lines 24-59, " The system and method according to the present invention generates 
dynamic profiles and, thereafter, transfomis the dynamic profiles for various users into 

aggregate rules " and col.1 , lines 27-col.2, line 1 0, " There are two basic types of 

user profiles that can be generated--a "static" profile and a "dynamic" profile. The static profile 
contains all of the factual information of the user including, for example, demographic data (e.g., 
age, sex, address), psychographic data (e.g,, personality traits and habits), purchasing 
preferences (e.g., what does the user purchase in an average week), etc. Static profiles are 
generated using conventional methods that are known to those of ordinary skill in the art, 

Dynamic profiling information includes specific rules describing the user's behavior 

In order to obtain an extensive understanding of the user, it is desirable to build both static and 

dynamic profiles for that user "). In View of Tuzhilin, it would have been obvious to a 

skilled artisan in the art to have modified Henson to incorporate the feature of developing a 
personal user history file for each user by including at least one of a list of prior purchases, a list 
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of browsed products, a current component configuration, and user-provided personal 
characteristic information because to provide better recommendations to the users as to which 
product and services each individual user should utilize, as explicitly disclosed in Tuzhilin ( see 
at least col.2, lines 41-59). 

Regarding claims 13-15 and 21-23 their limitations are parallel to the limitations of claims 
5-7 and are therefore analyzed and rejected on the same basis. 

5.3. Claims 26, 28 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Henson in view of Tuzhilin and further in view of Roberts et al. (US Patent 6,101,486), 
hereinafter, referred to Roberts. 

Regarding claim 26, Henson in view of Tuzhilin teaches a method for configuring a build 
to order system using a personal history file as analyzed and discussed above in claim 5. 
Henson in view of Tuzhilin does not explicitly disclose that the personal history file includes 
obtaining information about each user's current products and components, wherein said 
description of function capable of being implemented with said system configuration selection 
includes comparison information regarding said selection and the user's current products and 
components. However, in the field of same endeavor, Roberts discloses that the personal 
history file includes obtaining information about each user's current products and components, 
wherein said description of function capable of being implemented with said system 
configuration selection includes comparison information regarding said selection and the user's 

current products and components (see at least abstract and col. 6, line 12-col.7, line 55, " A 

comparison between the customer profile and the company database is performed to create a listing of 
products or services not currently owned or used by the customer (Step 440). Preferably, the customer 
profile includes a listing of services and products currently possessed by the customer. This first 
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comparison generates a product list ttiat includes products within the company's database that are not 
currently owned by the customer and of potential interest to the customer...,. Likewise, if a customer 
has already purchased a particular product from the company, the comparison would identify 
products and sen^ices that could operate in conjunction with, or offer improvements over, the 

customer's current inventory of products and services " ). In View of Roberts, it 

would have been obvious to a skilled artisan in the art to have modified Henson in view of 
Tuzhilin to incorporate the feature that the personal history file includes obtaining information 
about each user's current products and components, wherein said description of function 
capable of being implemented with said system configuration selection includes comparison 
information regarding said selection and the user's current products and components because 
the customized service based upon the gathered user's profile on current products and 
components would serve the specific needs and interests of the user better, see Roberts coL6, 
lines 12-16). 

Regarding claims 28 and 30 their limitations are parallel to the limitations of claim 26 and 
are therefore analyzed and rejected on the same basis. 

Conclusion 

6. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
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will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Yogesh C. Garg whose telephone number is 571-272-6756. The 
examiner can normally be reached on Increased Flex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner*s 
supervisor. Jeffrey A. Smith can be reached on 571-272-6763. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) op^l -272-1 000. 



Yogesh C Garg 
Primary Examiner 
Art Unit 3625 
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